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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1 1/13/2007 has been entered. 



Specification 

2. The numbering of claims is not in accordance with 37 CFR 1 .126 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 

Claims 22-41 are misnumbered because claim 36 is missing. Appropriate 
correction is requested. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3. Claims 22-35, and 37-41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bahar, U.S. Pub. No. 2002/0019852 A1, in view of Massively et al 
(hereinafter Massanelli), U.S. Pub. No. 2004/0133645 Al. 
Regarding claim 22, Bahar discloses: 

A method, in a data processing system for selectively transmitting an 
email attachment of an email (fig. 2), the method comprising: 

selecting, by a sender, email attachment recipients, selectable 
notification recipients, and excluded recipients for the email to be sent, 
wherein the excluded recipients do not receive the email attachment (par. 
0035; see also abstract); 

receiving, from the sender, an instruction to add a selectable 
notification for the email attachment to the email to be sent to the selectable 
notification recipients (see par. 0035; see abstract), 

transmitting the email to the email attachment recipients, the 
selectable notification recipients, and the excluded recipients (see 
abstract. See par. 0035); and 

receiving the email attachment by both the selectable notification 
recipients, who activated the selectable notification, and the email 
attachment recipients (see abstract. See par. 0035). 

Although Bahar teaches substantial features of the invention, Bahar 
appears not to disclose specifically a system wherein the excluded 
recipients do not receive the email attachment being part of the selection 
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process. Nonetheless, this technique would have been obvious combination 

with the teachings of Bahar to disclose the invention as claimed. 

In an analogous art, Massanelli discloses a filtering mechanism for a system's 
sender to select recipients that should be excluded for receiving an email attachment. 
Massanelli teaches: "emails and attachments may be compared against the selection 
criteria to filter the emails and attachments. These selection criteria can include the 
inclusion or exclusion of emails and attachments having specified: keywords (e.g.. 
vendor names): combinations of words (phrases): recipients or senders (e.g.. email 
addresses or email domain names, internal or external domain names) : combination of 
keywords and phrases; time stamps; conditional expressions; and other fields that may 
be used to screen emails and attachments for possible relevance to transactions that 
the system will memorialize. As noted above, the email filtering module 122 preferably 
includes one or more graphical user interfaces for defining the selection criteria such 
that the selection criteria can be viewed and changed or updated relatively easily." (see 
Massenalli, par. 0037). 

Accordingly, it would have been obvious for an ordinary skill in the art, at the time 
the invention was made to have incorporated the teachings of Massenalli with the 
teachings of Bahar for the purpose of providing "Key features and benefits to a system 
such as the ability to capture emails and attachment documents based on customized 
selection criteria..." as stated by Massanelli, par. 0006. By this rationale claims 22 is 
rejected. 
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Regarding claims 23-35, and 37-41, the combination Bahar-Massanelli discloses: 

22. (New) The method of claim 22, further comprising prompting, in 
response to activating the selectable notification, to optionally add 
comments before the selectable notification recipients receive the email 
attachment (see Bahar, 0038). 

23. (New) The method of claim 22, further comprising prompting, in 
response to activating the selectable notification, the sender to locate the 
email attachment for the selectable notification recipients before the 
selectable notification recipients receive the email attachment (see Bahar, 
0038, and 0044). 

24. (New) The method of claim 22, further comprising receiving, by the 
excluded recipients, an indication in the email that the email bad the 
email attachment despite the email attachment being unavailable to the 
excluded recipients (see Massenalli, par. 0037). 



26. (New) The method of claim 22, wherein receiving an instruction to add a 
selectable notification comprises inserting code in the form of a markup 
language for allowing the selectable notification recipients to receive the email 
attachment (see Bahar, 0035). 
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27. (New) The method of claim 22, wherein receiving an instruction to add a 
selectable notification comprises inserting, into the email, an icon linked to code for 
allowing the selectable notification recipients to receive" the email attachment (see 
Bahar, 0035). 

28. (New) The method of claim 22, wherein receiving an instruction to add a 
selectable notification comprises inserting, into the email, an icon linked to code for 
allowing the selectable notification recipients to receive the email attachment based 
on one or more preferences (see Bahar, 0035). 

29. (New) The method of claim 22, wherein the selecting the email 
attachment recipients comprises selecting persons the sender chooses to receive 
the email attachment with the email and without the selectable notification (see 
Bahar, 0035, see also abstract). 

30. (New) A device in a data processing system for selective transmission of 
an e-mail attachment for an email (figs. 1 , and 2), the device comprising: 

an email client for composing the email to be sent to email attachment recipients, 
selectable notification recipients, and excluded recipients, wherein the excluded 
recipients do not receive the email attachment (see par. 0035; see abstract); 

a notification incorporator, in communication -with the email client, to add a 
selectable notification for the email attachment to the email to be sent to the 
selectable notification recipients (see par. 0035; see abstract); 
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a code associator, in communication witli tine notification incorporator, to 
associate code with tine selectable notification for fetching then email attachment in 
the email to be sent to the selectable notification recipients (see par. 0035; see 
abstract); and 

another email client for receiving the email attachment by both the selectable 
notification recipients, who activated the selectable notification, and the email 
attachment recipients (see par. 0035; see abstract). See also Massanelli , par. 0037 
for the specific disclosure of a system wherein the excluded recipients do not receive 
the email attachment being part of the selection process. The same motivation used 
or the rejection of claim 22 above is also valid for this claim. 

31 . (New) The device of claim 30, wherein the notification incorporator prompts a 
sender at the email client to select the email attachment recipients, the selectable 
notification recipients, and the excluded recipients (see Bahar, 0038). 

32. (New) The device of claim 30, wherein the notification incorporator 
comprises an icon selector for the selectable notification attachment (see Bahar, 
0035). 

33. (New) The device of claim 30, wherein the notification incorporator comprises 
preferences associated with the email attachment (Bahar, 0035, 0038). 



34. 



(New) The device of claim 30, wherein the code associator comprises code 
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comprising a marl^up language (see Massanelli; par. 0038, and 0042). 

35. (New) The device of claim 30, wherein the code associator comprises a code 
generator to generate code, upon activation of the selectable notification, in 
accordance with one or more preferences associated with the email attachment (see 
Bahar; see also abstract and par. 0038); 



37. (New) The device"^^^^ comprising an attachment responder for 
prompting a sender before transmission of the email attachment to the selectable 
notification recipients, who activated the selectable notification (see Bahar, 0038). 

38. A machine-accessible medium containing instructions, which when executed by a 
machine, cause the machine to perform operations for selective transmission of 
an e-mail attachment for an email, comprising: selecting, by a sender, email 
attachment recipients, selectable notification recipients, and excluded recipients for the 
email to be sent, wherein the excluded recipients do not receive the email attachment 
(see Bahar; figs 1 , and 2, see also abstract and par. 0038); 

receiving, from, the sender, an instruction to add a selectable notification for 
the email attachment to the email to be sent to the selectable notification recipients; 

transmitting the email to the email attachment, recipients, the selectable 
notification recipients., and the excluded recipients (see Bahar;, see also abstract and 
par. 0038); and 

receiving the email attachment by both the selectable notification recipients. 
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who activated the selectable notification, and the email attachment recipients (see par. 
0035; see abstract). See also Massanelli , par. 0037 for the specific disclosure of a 
system wherein the excluded recipients do not receive the email attachment being 
part of the selection process. The same motivation used or the rejection of claim 22 
above is also valid for this claim. 

39(New) The machine-accessible medium of claim 38, wherein the operations 
further comprise instructions for prompting, in response to activating the selectable 
notification, to add comments and to locate the email attachment before the selectable 
notification recipients receive the email attachment (see Bahar, 0038). 

40. (New) The machine-accessible medium of claim 38, wherein the instructions for 
receiving an instruction to add a selectable notification comprise inserting, into the 
email, code in the form of e markup language for allowing the selectable notification 
recipients to receive the email attachment (see Bahar, par. 0038, 0035). 

41. (New) The machine-accessible medium of claim 38, wherein the instructions for 
receiving an instruction to add a selectable notification comprise inserting, into the 
email, an icon linked to code for allowing the selectable notification recipients to receive 
the email attachment optionally based on preferences attachment (see Bahar, 0035). 
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Conclusion 

4. This action is made Non-Final. Any inquiry concerning tliis communication or 
earlier communications from examiner sliould be directed to Jude Jean-Gilles wliose 
telephone number is (571) 272-3914. The examiner can normally be reached on 
Monday-Thursday and every other Friday from 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Flynn, can be reached on (571) 272-1915. The fax phone number 
for the organization where this application or proceeding is assigned is (571 ) 273-3301 . 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
0800. 

Jude Jean-Gilles 

/Jude J Jean-Gilles/ 

Primary Examiner, Art Unit 2143 

JJG 

March 7, 2008 
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